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DETAILED ACTION 
Status of Claims 

1. This action is in response to the amendment received on 08 July 2002. 

2. Claims 1,3,7, and 8 have been cancelled (paper #7). 

3. Claims 9-1 5 have been added (paper #7). 

4. Claims 2, 4-5 and 9-1 5 have been examined. 

5. The rejections of claims 2 and 4-6 have been updated. 

6. The rejections of claims 9-1 5 are original. 

Response to Arguments 

7. Applicant's arguments with respect to claims 2 and 4-6 have been considered but 
are moot in view of the new ground(s) of rejection. 

8. The following is a Final Rejection of all claims and associated limitations 
pending in the current application as amended in paper #7. 

Previous Claim Rejections - 35 USC § 112 

9. Claims 7 and 8 have been cancelled (paper #7) and the rejection under 35 USC 
§ 1 12 is therefore moot and withdrawn. 

Claim Rejections - 35 USC § 112 

10. The following is a quotation of the second paragraph of 35 U.S.C. 112: 



The specification shall conclude with one or more claims particularly pointing out and 
distinctly claiming the subject matter which the applicant regards as his invention. 
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11. Claims 4 and 12 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. Claims 4 and 12 each depend from 
independent claim 3, which has been cancelled in amendment (paper #7). 



Claim Rejections - 35 USC § 103 

12. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as 
set forth in section 102 of this title, if the differences between the subject matter sought to be 
patented and the prior art are such that the subject matter as a whole would have been obvious 
at the time the invention was made to a person having ordinary skill in the art to which said 
subject matter pertains. Patentability shall not be negatived by the manner in which the invention 
was made. 

13. Claims 2, 4-6, and 9-15 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Yamagishi (US 5,379,433) in view of Spitzenberger et al. (US 
5,930,209) and further in view of Oshima (US 5,761 ,301 ). 

Claims 2 and 10: 

Yamagishi shows a hybrid optical recording disc with copy protection for 
use in a computer (column 2, line 1 - column 2, line 22; figure 2), the disc having 
a recording layer (column 1, line 13 - column 1, line 16; column 2, line 16 - 
column 2, line 22), a mastered read-only memory (ROM) area (column 1, line 13 
- column 1, line 15), program tracks dedicated to contain computer software 
programs (column 2, line 16 - column 2, line 20), a recordable area for recording 
therein data generated by a computer user and for reading such recorded data 
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from the recordable area to a computer (column 1, line 115 - column 1, line 16; 
column 2, line 20 - column 2, line 22); tracks of the ROM area includes at least 
one disc identifier containing disc identifier data embedded therein (column 2, 
line 12 - column 2, line 16) such that the disc identifier data will authenticate the 
installed disc addressing data and computer software programs for operation in 
the computer from the hybrid optical recording disc (column 2, line 36 - column 
2, line 56) but will not be transferred, thereby providing protection against 
copying the disc (column 2, line 23 - column 2, line 35); the program tracks of 
the ROM area include at least one program identifier track containing program 
identifier data embedded therein which identify the computer software programs 
(column 2. line 49 - column 2, line 63); the recordable area includes at least one 
software identifier track containing software identifier data recorded therein of the 
computer software programs which are included in the program tracks of the 
ROM area of the hybrid optical recording disc (column 2, line 49 - column 2, line 
63). 

Yamagishi does not explicitly show the disc has a substrate and the 
recording layer is disposed over the substrate, the substrate having the mastered 
read-only memory (ROM) area and the program tracks dedicated to contain 
computer software programs, and the substrate having the recordable area. 
However, as will be appreciated by one of ordinary skill in the art, an optical 
recording disc is well known in the art to be a disc composed of a substrate and a 
recording layer disposed over the substrate, the substrate having a mastered 
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read-only memory (ROM) and program tracks dedicated to contain computer 
software programs, and the substrate having a recordable area. 

Yamagishi still does not show the mastered read-only memory (ROM) 
area includes addressing tracks dedicated to contain disc addressing data which 
govern read and record processes to and from the computer; the addressing 
tracks of the ROM area include the at least one disc identifier as a sub-code 
track. Spitzenberger et al. shows, in an analogous art related to software copy 
protection and optically readable discs on which digital data has been recorded, 
the mastered read-only memory (ROM) area includes addressing tracks 
dedicated to contain disc addressing data which govern read and record 
processes to and from the computer (column 2, line 10 - column 2, line 20); the 
addressing tracks of the ROM area include the at least one disc identifier as a 
sub-code track (column 2, line 20 - column 2, line 27). The addressing tracks of 
Spitzenberger et al. function in aiding software copy protection because the 
address values cannot be created using a standard optical recording apparatus 
(see Spitzenberger et al., column 2, line 18 - column 2, line 20) and thus cannot 
be recreated on an unauthorized copied disc. Additionally, by including the at 
least one disc identifier within the addressing tracks of Spitzenberger as a sub- 
code track the software copy protection system is further enhanced because the 
sub-code data cannot be controlled directly by a standard recording device (see 
Spitzenberger at al., column 2, line 25 - column 2, line 27) and thus cannot be 
manipulated or changed by the user. Therefore, it would have been obvious to 
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one of ordinary skill in the art at the time of the invention to include the at least 
one disc identifier within the addressing tracks of Spitzenberger et al. as a sub- 
code track in Yamagishi for the explicit reasons discussed herein above. 

Furthermore, the combination of Yamagishi/Spitzenberger does not 
discloses unique and separate DID's and SID's. However, Oshima, in column 
36, lines 7-18, discloses the old and well known use of separate Disc ID's and 
Software ID's. It would have been obvious to one of ordinary skill in the art at the 
time of the invention to combine the optical disc properties of 
Yamagishi/Spitzenberger with Oshima's use of SID's and DID's because 
assigning a separate identifier each to the discs and software ensures that only 
authorized and proper use of the software is permitted. In addition, it would have 
been obvious to one of ordinary skill in the art at the time of the invention to 
modify he software and disc identification data to accommodate multiple discs 
and/or multiple software residing on the discs. Distributing similar discs with 
different software ID's permits wide distribution of programs each with a separate 
key, such as the Window's XP operating system discs. Although each disc is a 
duplicate, each copy of the software is unique in that it has a specific 
authorization key. The same line of reasoning may be applied to a large 
software program that requires multiple discs to contain, such as AUTOCAD. 
Where there is one application and multiple discs, the discs may have distinct 
numbers, but the software ID for the set is uniform throughout the disc set. 
Labeling the discs and software with unique identifiers is a common practice in 
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the software arts, and is routinely modified to accommodate the needs of the 

manufacturer. 

Claims 4 and 12: 

Yamagishi shows in figures 1-4 and related text the recordable area of the 
hybrid optical recording disc includes a recordable program area for recording 
therein data generated by a computer user and for reading such recorded data 
from the recordable program area to the computer (column 2, line 16 - column 2, 
line 22). 

Claims 5 and 13: 

Yamagishi shows in figures 1-4 and related text a method of providing a 
hybrid optical recording disc with copy protection for use in a computer, 
comprising the steps of: mastering a read-only memory (ROM) area and a 
recordable area on a disc so that the ROM area includes program tracks (column 
1 . line 1 3 - column 1 , line 1 8; column 2, line 1 6 - column 2, line 20), the program 
tracks of the ROM area including at least one program identifier track containing 
program identifier data embedded therein which identify computer software 
programs contained in the ROM program tracks (column 2, line 12 - column 2, 
line 20; column 2, line 36 - column 2, line 63); an optical recording layer (column 
1, line 13 - column 1, line 18); recording in a designated software identifier track 
of the recordable area a software identifier (column 2, line 12 - column 2, line 
16), the software identifier recording step being implemented in correspondence 
with the software programs included in the program tracks of the disc's ROM 
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area (column 2, line 49 - column 2, line 56), the software identifier also being 
provided to a computer user and corresponding to a hybrid optical recording disc 
having selected software program titles contained in the program tracks of the 
ROM area (column 2, line 49 - column 2, line 56). 

Yamagishi fails to show the ROM area and recordable area are on a disc 
substrate; the ROM area includes addressing tracks, the addressing tracks 
including at least on disc identifier sub-code track for embedding therein 
authenticating disc identifier data which will not be transferred from the computer 
when installing the disc in the computer, thereby providing protection against 
copying the disc; coating the optical recording layer over the mastered disk 
substrate. However, Spitzenberger et al. shows in an analogous art related to 
software copy protection and optically readable discs on which digital data has 
been recorded, in figures 1-9 and related text, the addressing tracks including at 
least one disc identifier sub-code track for embedding therein authenticating disc 
identifier data which will not be transferred from the computer when installing the 
disc in the computer, thereby providing protection against copying the disc 
(column 2, line 10 - column 2, line 26). The addressing tracks of Spitzenberger 
cannot be created using a standard optical recording apparatus (see 
Spitzenberger et al., column 2, line 18 - column 2, line 20) and thus cannot be 
recreated on an unauthorized copied disc. Additionally, by embedding the at 
least one disc identifier within the addressing tracks of Spitzenberger as a sub- 
code track the software copy protection system is further enhanced because the 
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sub-code data cannot be controlled directly by a standard recording device (see 
Spitzenberger at a!., column 2, line 25 - column 2, line 27) and thus cannot be 
manipulated or changed by the user Therefore, it would have been obvious to 
one of ordinary skill in the art at the time of the invention to include the at least 
one disc identifier within the addressing tracks of Spitzenberger et al. as a sub- 
code track in Yamagishi for the explicit reasons discussed herein above. 

Yamagishi in view of Spitzenberger still fails to explicitly show the ROM 
area and recordable area are on a disc substrate; coating the optical recording 
layer over the mastered disk substrate. However, as will be appreciated by one 
of ordinary skill in the art, an optical recording disc is well known in the art to be a 
disc substrate having ROM and a recordable area; the disc having an optical 
recording layer coated over a mastered disc substrate. 
Claims 6 and 15: 

Yamagishi substantially shows the invention as claimed as applied to 
claim 2 above, but fails to show the disc identifier data are embedded in a disc 
identifier sub-code track within a lead-in area of the ROM area. Spitzenberger et 
al. shows in an analogous art related to software copy protection and optically 
readable discs on which digital data has been recorded, in figures 1-9 and 
related text, a the disc identifier data are embedded in a disc identifier sub-code 
track within a lead-in area of the ROM area (column 2, line 10 -column 2, line 27; 
column 2, line 45 - column 2, line 51). The lead-in area of Spitzenberger et al. 
functions in aiding software copy protection because the address values defining 
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the lead-in area cannot be created using a standard optical recording apparatus 
(see Spitzenberger et al., column 2, line 18 - column 2, line 20) and thus cannot 
be recreated on an unauthorized copied disc. Additionally, by embedding the at 
least one disc identifier within the lead-in area of Spitzenberger as a sub-code 
track the software copy protection system is further enhanced because the sub- 
code data cannot be controlled directly by a standard recording device (see 
Spitzenberger at al., column 2, line 25 - column 2, line 27) and thus cannot be 
manipulated or changed by the user. Therefore, it would have been obvious to 
one of ordinary skill in the art at the time of the invention to include the at least 
one disc identifier within the lead-in area of Spitzenberger et al. as a sub-code 
track in Yamagishi for the explicit reasons discussed herein above. 
Claim 9: 

Yamagishi shows in figures 1-4 and related text a hybrid optical recording 
disc having copy protection for use in a computer (column 2, line 1 - column 2, 
line 22; figure 2) comprising: a read-only area having preformed information 
including at least one program and disc identifier data (column 1, line 13 - 
column 1, line 15; column 2, line 12 - column 2, line 20); a recordable area 
(column 2, line 1 5 - column 1 , line 1 6; column 2, line 20 - column 2, line 22); the 
disc identifier data being adapted to authenticate a transferred program in the 
computer to permit the program to be operated on the computer (column 2, line 
49 -column 2, line 63). 
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Furthermore, the combination of Yamagishi/Spitzenberger does not 
discloses unique and separate DID's and SID's. However, Oshima, in column 
36, lines 7-18, discloses the old and well-known use of separate Disc ID's and 
Software ID's. It would have been obvious to one of ordinary skill in the art at the 
time of the invention to combine the optical disc properties of 
Yamagishi/Spitzenberger with Oshima's use of SID's and DID's because 
assigning a separate identifier each to the discs and software ensures that only 
authorized and proper use of the software is permitted. In addition, it would have 
been obvious to one of ordinary skill in the art at the time of the invention to 
modify he software and disc identification data to accommodate multiple discs 
and/or multiple software residing on the discs. Distributing similar discs with 
different software ID's permits wide distribution of programs each with a separate 
key, such as the Window's XP operating system discs. Although each disc is a 
duplicate, each copy of the software is unique in that it has a specific 
authorization key. The same line of reasoning may be applied to a large 
software program that requires multiple discs to contain, such as AUTOCAD. 
Where there is one application and multiple discs, the discs may have distinct 
numbers, but the software ID for the set is uniform throughout the disc set. 
Labeling the discs and software with unique identifiers is a common practice in 
the software arts, and is routinely modified to accommodate the needs of the 
manufacturer. 

In addition, refer to the rejection of claims 2 and 10 above. 
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Claim 11: 

Yamagishi shows in figures 1-4 and related text a hybrid optical recording 
disc with copy protection for use in a computer (column 2, line 1 - column 2, line 
22; figure 2); the disc having a recording layer (column 1, line 13 - column 1, line 
16; column 2, line 16 - column 2, line 22), a mastered read-only memory (ROM) 
area (column 1, line 13 - column 1, line 15) and a recordable area for recording 
data generated by a computer user and for reading such recorded data form the 
disc to a computer (column 1, line 15 - column 1, line 16; column 2, line 20 - 
column 2, line 22); the ROM area includes disc identifier data embedded therein 
(column 2, line 12 - column 2, line 16), such disc identifier data authentication for 
computer operation (column 2, line 36 - column 2, line 63) but will not be 
transferred from the computer to thereby provide protection against copying the 
disc (column 2, line 23 - column 2, line 35); the program area of the ROM area 
contains program tracks dedicated to program data corresponding to computer 
software programs and such program data will be transferred to a memory 
device of a computer when installing the hybrid optical recording disc on the 
computer (column 1, line 16 - column 1, line 20); the program area of the ROM 
area includes at least one program identifier track containing program identifier 
data embedded therein which identify the computer software programs (column 
2, line 49 - column 2, line 56); the recordable area of the disc includes at least 
one software identifier track in the recordable area, the software identifier track 
containing software identifier data recorded therein of the computer software 
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programs which are included in the program tracks of the ROM area of the disc, 
such software identifier data being provided to a computer user, thereby enabling 
installation of the disc's software program data on a computer (column 2, line 49 
- column 2, line 56). 

Yamagishi fails to explicitly show the hybrid optical disc is a disc having a 
substrate and the recording layer is disposed over the substrate, the substrate 
having the mastered read-only memory (ROM) area and which is comprised of a 
lead-in area, a program area, and a lead-out area, and the substrate having the 
recordable area. However, as will be appreciated by one of ordinary skill in the 
art, an optical recording disc is well known in the art to be a disc having a 
substrate and a recording layer disposed over the substrate having a mastered 
read-only memory (ROM) area and the substrate having the recordable area. 

Yamagishi still fails to show the mastered read-only memory (ROM) is 
comprised of a lead-in area, a program area, and a lead-out area; the lead-in 
area of the ROM area includes addressing tracks dedicated to disc addressing 
data which govern read and record processes to and from a computer, at least 
one of the addressing tracks being a disc identifier sub-code track containing the 
disc identifier data embedded therein; the lead-out area of the ROM area 
contains data instructing a computer of a termination of the ROM program area 
and data indicating a start of a new lead-in area associated with a recordable 
area of the hybrid optical recording disc. Spitzenberger et al. shows, in an 
analogous art related to software copy protection and optically readable discs on 
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which digital data has been recorded, in figures 1-9 and related text, the read- 
only memory (ROM) area is comprised of a lead-in area, a program area, and a 
lead-out area (column 2, line 45 - column 2, line 51); the lead-in area of the ROM 
area includes addressing tracks (column 2, line 46 - column 2, line 51) dedicated 
to disc addressing data which govern read and record processes to and from a 
computer (column 2, line 11 - column 2, line 20), at least one of the addressing 
tracks being a disc identifier sub-code track containing the disc identifier data 
embedded therein (column 2, line 21 - column 2, line 27); the lead-out area of 
the ROM area contains data instructing a computer of a termination of the ROM 
program area and data indicating a start of a new lead-in area associated with a 
recordable area of the hybrid optical recording disc (column 2, line 45 - column 
2, line 51). The lead-in area, program area and lead-out area in conjunction with 
the addressing tracks of Spitzenberger et al. function in aiding software copy 
protection because the address values cannot be created using a standard 
optical recording apparatus (see Spitzenberger et al., column 2, line 18 - column 
2. line 20) and thus cannot be recreated on an unauthorized copied disc. 
Additionally, by including the at least one disc identifier within the addressing 
tracks of Spitzenberger as a sub-code track the software copy protection system 
is further enhanced because the sub-code data cannot be controlled directly by a 
standard recording device (see Spitzenberger at al., column 2, line 25 - column 
2, line 27) and thus cannot be manipulated or changed by the user. Therefore, it 
would have been obvious to one of ordinary skill in the art at the time of the 
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invention to include the lead-in area, program area and lead out area of 
Spitzenberger and the at least one disc identifier within the addressing tracks of 
Spitzenberger et al. as a sub-code track in Yamagishi for the explicit reasons 
discussed herein above. 

Furthermore, the combination of Yamagishi/Spitzenberger does not 
discloses unique and separate DID's and SID's. However, Oshima, in column 
36, lines 7-18, discloses the old and well-known use of separate Disc ID'S and 
Software ID's. It would have been obvious to one of ordinary skill in the art at the 
time of the invention to combine the optical disc properties of 
Yamagishi/Spitzenberger with Oshima's use of SID's and DID's because 
assigning a separate identifier each to the discs and software ensures that only 
authorized and proper use of the software is permitted. In addition, it would have 
been obvious to one of ordinary skill in the art at the time of the invention to 
modify he software and disc identification data to accommodate multiple discs 
and/or multiple software residing on the discs. Distributing similar discs with 
different software ID's permits wide distribution of programs each with a separate 
key, such as the Window's XP operating system discs. Although each disc is a 
duplicate, each copy of the software is unique in that it has a specific 
authorization key. The same line of reasoning may be applied to a large 
software program that requires multiple discs to contain, such as AUTOCAD. 
Where there is one application and multiple discs, the discs may have distinct 
numbers, but the software ID for the set is uniform throughout the disc set. 
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Labeling the discs and software with unique identifiers is a common practice in 
the software arts, and is routinely modified to accommodate the needs of the 
manufacturer. 
Claim 14: 

The combination of Yamagishi/Spitzenberger does not discloses unique 
and separate DID's and SID's. However, Oshima, in column 36, lines 7-18, 
discloses the old and well-known use of separate Disc ID's and Software ID's. It 
would have been obvious to one of ordinary skill in the art at the time of the 
invention to combine the optical disc properties of Yamagishi/Spitzenberger with 
Oshima's use of SID*s and DID's because assigning a separate identifier each to 
the discs and software ensures that only authorized and proper use of the 
software is permitted. In addition, it would have been obvious to one of ordinary 
skill in the art at the time of the invention to modify he software and disc 
identification data to accommodate multiple discs and/or multiple software 
residing on the discs. Distributing similar discs with different software ID's 
permits wide distribution of programs each with a separate key, such as the 
Window's XP operating system discs. Although each disc is a duplicate, each 
copy of the software is unique in that it has a specific authorization key. The 
same line of reasoning may be applied to a large software program that requires 
multiple discs to contain, such as AUTOCAD. Where there is one application 
and multiple discs, the discs may have distinct numbers, but the software ID for 
the set is uniform throughout the disc set. Labeling the discs and software with 
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unique identifiers is a common practice in the software arts, and is routinely 
modified to accommodate tlie needs of the manufacturer. 

Conclusion 

14. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

• Gotoh et al. (US 6,052,465) teaches an optical disk barcode forming 
method wherein, as information to be barcoded, position information for 
piracy prevention, which is a form of ID, is coded as a barcode and is 
receded by laser trimming on a reflective film in a PCA area of an optical 
disk. Gotoh also discloses software ID's and disc ID's. 
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15. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 
37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire 
THREE MONTHS from the mailing date of this action. In the event a first reply is 
filed within TWO MONTHS of the mailing date of this final action and the advisory 
action is not mailed until after the end of the THREE-MONTH shortened statutory 
period, then the shortened statutory period will expire on the date the advisory 
action is mailed, and any extension fee pursuant to 37 CFR 1.136(a) will be 
calculated from the mailing date of the advisory action. In no event, however, will 
the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 
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Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to James A. Reagan whose telephone number 
is (703) 306-9131. The examiner can normally be reached on Monday-Friday, 
9:30am-5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, James Trammell can be reached at (703) 305-9768. 

Any inquiry of a general nature or relating to the status of this application 
or proceeding should be directed to the Receptionist whose telephone number 
is (703) 305-3900. 

Any response to this action should be mailed to: 

Commissioner of Patents and Trademarl^s 

Wasliington, D.C. 20231 

or faxed to: 

(703) 305-7687 [Official communications; including 
After Final communications labeled "Box AF"] 

(703)308-1396 [Informal/Draft communications, labeled 

"PROPOSED" or "DRAFT"] 

Hand delivered responses should be brought to Crystal Park 5, 2451 
Crystal Drive, Arlington, VA, 7'^ floor receptionist-^ 



JAR 



17 September 2002 
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